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DETAILED ACTION

Claim Rejections - 35 USC § 101

1. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of

matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the

conditions and requirements of this title.

Claims 32-54 are rejected under 35 U.S.C. 101 because the claimed invention

as not falling within one of the four statutory categories of invention, .is directed to non-

statutory subject matter. "An article of manufacture" is a non-statutory limitation and is

not patentable.

Claims 55-57 are rejected under 35 U.S.C. 101 because as method claims they

are running with the article manufacture claims above.

Claim Rejections - 35 USC § 103

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 102 of this title, if the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was made.

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148

USPQ 459 (1966), that are applied for establishing a background for determining

obviousness under 35 U.S.C. 103(a) are summarized as follows:

1 . Determining the scope and contents of the prior art.
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2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating

obviousness or nonobviousness.

2. This application currently names joint inventors. In considering patentability of

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of

the various claims was commonly owned at the time any inventions covered therein

were made absent any evidence to the contrary. Applicant is advised of the obligation

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was

not commonly owned at the time a later invention was made in order for the examiner to

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g)

prior art under 35 U.S.C. 1 03(a).

3. Claims 1-8, 12-38 and 42-57 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Wang et al. (US 6,161,134) in view of Rogers et al. (US 5,617,471).

Regarding claims 1, 31 and 55, Wang discloses a network device adapted to

process a call between the network device and a first other network device (column 1,

lines 7-11), the network device comprising:

a user interface adapted to receive a user input requesting a call transfer to a

second other network device [The inputting is accomplished through the user interface

220. The portable computer 320 displays a telephone number entry field in which the

user inputs the values, column 14, lines 9-16]; and

a call transfer function responsive to the user input to deliver call transfer

functionality by; upon receipt of the user input [The user transfers a call from the first
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network connected device to a second network connected device. The transferring

includes the user inputting a second number into the portable computer 320

corresponding to the second network connected device, column 14, lines 41-54]:

initiating a connection from the network device to the second other network

device [The portable computer 320 then transforms into input data formatted according

to a data link layer protocol 328. The data link layer protocol 328 encapsulates frames

formatted according to an application layer protocol. The application layer protocol is

adapted for telephony functions. The portable computer 320 transmits the input data to

the telephone 240, column 14, lines 41-54].

Wang fails to disclose sending a first message in the call transfer function.

However, Rogers teaches sending a first message to the first other network

device containing a reference to the second other network device [User-A 2 initiates the

call transfer by notifying switch-A 6 of the transfer request. Both independent calls, i.e.,

call legs A-B 3 and A-C 5, are identified as part of the transfer. Switch-A 6 sends a

request message 9 to NCS 20 requesting the set-up of communication between user-B

8 and user-C 14, column 3, lines 38-46].

Therefore, it would have been obvious to one of the ordinary skill in the art at the

time the invention was made to modify the invention of Wang using the call transfer

function as taught by Rogers.

This modification of the invention enables the system to send a request message

because the system would be able to determine whether the call transfer is allowed.
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Regarding claims 2, 15, 23, 28, 33, 45, 49 and 53, Wang discloses a network

device wherein the call transfer function is further adapted to, upon receipt of the input:

send a second message to the first other network device to place the call on hold

(column 15, lines 6-31).

Regarding claims 3, 16, 24 and 29, Wang discloses a network device

comprising a call processing module adapted to process the call, the call processing

module comprising the call transfer function (column 15, lines 6-31).

Regarding claims 4, 17, 25, 30, 34 and 52, Wang discloses a network device

wherein the first message contains a reference to the connection (column 14, lines 55-

66).

Regarding claims 5, 18, 26, 31 and 35, Wang discloses a network device

wherein the call transfer function is adapted to send the second message after a user at

the network device hangs up or presses a transfer key (column 15, lines 6-31).

Regarding claims 6, 19, 36 and 46, Wang discloses a network device wherein

the call processing module is adapted to terminate the call upon receiving a message

from the first other network device, which represents that the first other network device

has established a media path with the second other network device (column 15, lines

32-50).
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Regarding claims 7, 20, 37 and 47, Wang discloses a network device wherein

the call processing module is adapted to send the first message before or after a media

path is established with the second other network device (column 15, lines 51-62).

Regarding claims 8, 21, 38 and 48, Wang discloses a network device wherein

the first message is sent upon receipt of a response from the second other network

device and wherein upon receipt of the response from the second network device, and

prior to sending the first message to the first other network device containing a

reference to the connection, the call processing module is adapted to establish a media

path between the network device and the second other network device (column 15,

lines 6-31).

Regarding claims 12 and 42, Wang discloses a network device wherein the

network device is one of a telephone, a video phone, a PDA, a soft phone, a wireless

device, a wireless telephone, and a cell phone (column 15, lines 6-31).

Regarding claims 13, 43, 50 and 54, Wang discloses a network device wherein

the network device is a VoIP telephone (column 15, lines 6-31).

Regarding claims 14, 44 and 56, Wang in combination with Rogers disclose all

the limitations of claims 14, 44 and 56 as stated in claim 1's rejection above.
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Regarding claims 22, 51 and 57, Wang in combination with Rogers disclose all

the limitations of claims 22, 51 and 57 as stated in claim 1's rejection above.

Regarding claim 27, Wang in combination with Rogers disclose all the limitations

of claim 27 as stated in claim 1's rejection above.

Furthermore Wang discloses a plurality network device on the network [Placing

the conference call includes the user starting a conferencing program and the user

inputting values to the portable computer 320. The values correspond to a plurality of

conference participant network connected devices, column 14, lines 16-31].

Allowable Subject Matter

4. Claims 9-11, 39-41 are objected to as being dependent upon a rejected base

claim, but would be allowable if rewritten in independent form including all of the

limitations of the base claim and any intervening claims.

Response to Arguments

5. Applicant's arguments filed on January 02, 2009 have been fully considered but

they are not persuasive. The applicant argues on remark page 2, paragraph 3 that claim

1 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Wang in view of
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Rogers. Claim 1 recites a network device adapted to process a call between the

network device and a first other network device. The network device comprises a user

interface adapted to receive a user input requesting a call transfer to a second other

network device and a call transfer function responsive to the user input to deliver call

transfer functionality. Upon receipt of the user input, the call transfer functionality of the

network device a) initiates a connection from the network device to the second other

network device and b) sends a first message to the first other network device containing

a reference to the second other network device. As acknowledged in the Office Action,

Wang does not show or suggest a network device having a call transfer function

responsive to user input by ... sending a first message to a first other network device

containing a reference to the second other network device. However, the Office Action

asserts that it would have been obvious to modify Wang to satisfy this limitation based

on the teachings of Rogers.

Rogers teaches a telecommunications system that controls a call transfer using a

central network control system (NCS). When Roger's user-A is connected to user-B and

to user-C, user-A can initiate a call transfer in order to connect user-B and user-C. This

is done by sending "a request message 9 to NCS 20 requesting the set-up of

communication between user-B 8 and user-C 14. A processor 24 accesses a database

22, located in NCS 20, to determine whether the requested transfer is allowed. NCS 20

then returns a response message 1 1 to switch A 6 responding to the request message

9 (column 3, lines 42-46)."
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The interpretation of Rogers being used in the Office Action seems to require that

Rogers' user-A correspond to the claimed "network device," that Rogers' user-B

correspond to the "first other network device" and Rogers' user-C correspond to the

claimed "second other network device." (If this is inaccurate, it is respectfully requested

that the examiner clarify the interpretation being used in a further communication.)

However, Rogers' user-A does not send a message to user-B containing a reference to

user-C as would be required under this interpretation. Instead, Rogers' user-A sends a

message to the network control system 20, and the network control system connects

user-B to user-C. Therefore, even if Wang and Rogers were somehow combined, the

result would not be a network device that includes a call transfer function that sends a

first message to a first other network device containing a reference to the second other

network device as recited in claim 1

.

The examiner respectfully disagrees.

The examiner interprets the various user device as network devices and the call

transfer as a first message to other network device containing a reference to a second

network device.

Therefore, the rejection is maintained and it is a final rejection.
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Conclusion

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time

policy as set forth in 37 CFR 1 .136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of

the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

7. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Gerald Gauthier whose telephone number is (571) 272-

7539. The examiner can normally be reached on 8:00 AM to 4:30 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Gerald Gauthier/

Primary Examiner, Art Unit 2614

GG
April 2, 2009


